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DECI SI ON AND ORDER

Ronal d R Lagueux, Chief Judge.

Atl antek, Inc. and its principal Harold Schofield
(collectively "Atlantek"”) filed this action against DataCard
Cor poration ("DataCard") and agai nst Barcode Systenms, Inc. and
its principal John French (collectively "BSI" or "BCS').' The
Conpl ai nt asks for a declaratory judgnment, specifically seeking a
resolution of a dispute about technol ogy devel oped and patents
secured by the parties. DataCard has positioned itself
identically to Atlantek although they are nom nally opponents in
this action. French and BSI asserted nine affirmative defenses
and filed a series of counterclains against Atlantek and
crosscl ai ns agai nst Dat aCar d.

The matter is now before this Court on Atlantek’s and
Dat aCard’s notions for summary judgnent.

Al t hough this case concerns patents, it is not to be decided

! The original conplaint included three additional
plaintiffs who were dropped fromthis matter pursuant to an Order
of this Court dated August 6, 1997.



by reference to patent law. In their notions, both Atlantek and
Dat aCard argue that even if French and BSI had rights to the
technol ogy at issue, they contracted those away in 1988. BSI has
of fered up a barrage of defenses, but that 1988 contract between
Atl antek and BSI remains at the core of the case. The parties

di spute whether certain attachnments were actually affixed to the
contract when French signed it. BSI argues that the issue
creates a material dispute that defeats summary judgnent.

As di scussed below, that is not true. Under Rhode Island
law, there are no material facts in dispute, and therefore, this
Court can rule on the case as a matter of law. Atlantek’s and
Dat aCard’s notions for sumary judgnent are granted. The novants
al so prevail on BSI's counterclains and crosscl ai ns.

| . Facts and Procedural Stance

Dat aCard, a M nnesota corporation, is a private manufacturer
of the machinery that creates credit, identification and other
plastic cards. In the m d-1980s, a DataCard executive recogni zed
the possibility of thermal printing, a then-new technol ogy that
woul d all ow the conpany to print color onto plastic cards. To
expl ore the concept, DataCard hired Atl antek, a Rhode Isl and
corporation run by Harold Schofield to design machi nery that
woul d i ncorporate thermal printing.

Machi nes of this type include two elenents B the el ectronics
conponent and t he mechani cal system Atlantek had expertise with
the electronics, and it subcontracted the nmechanical portion to

Bar code Systens Inc., a California corporation, and its princi pal



John French. The conpanies were trying to devel op machi nery that
woul d print color inmages on two-inch-w de webs of plastic ("the
Dat acard project").

The three conpani es worked together from 1986 into 1988 in a
cust oner-contractor-subcontractor rel ationship. DataCard
contracted with Atlantek through two docunents, the 1986
Consul ti ng Agreenent and the 1987 Consulting Agreenent. Those
two conpanies explicitly agreed that DataCard would own al
intellectual property created during those efforts. The | anguage
in each Consulting Agreenent is identical:

Consul tant agrees that the data, concepts, technol ogy and

information it receives fromData Card or which it creates

through its efforts for Data Card under this Agreenent shal
be and renmain the property of Data Card.
(1986 Consulting Agreenent at 2, 8 5; 1987 Consul ting Agreenent
at 2, 8 5.) In turn, Atlantek subcontracted with BSI by issuing
two purchase orders, P.O #302 and P. O #328.

In 1988, Atlantek began a project to adapt the technology to
ot her industries, specifically to design machinery for |nperial
Chemnical Industries® ("the ICl project") that could print color
i mages on |larger webs of plastic.® DataCard permitted Atlantek

to use the intellectual property fromthe earlier projects, and

Atl antek contracted again with BSI for the nmechanical portion of

2 The parties differ on whether this conpany was naned
| nperial Chem cal Industries or Inperial Chemcal, Inc.

® The exact dinensions of this machine are i nmaterial but
unclear. Inits filings, DataCard refers to this as an eight-
i nch version, but the purchase order associated with PDA #446
appears to refer to four-inch webs of plastic.
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the design. That contract was enbodied in Project Devel opnent
Agr eenment #446 (" PDA #446") and signed by French and Schofi el d.
PDA #446 provided that it would be governed by the |aw of
Rhode Island. It included a paragraph that referred to the 1986
and 1987 Consulting Agreenents that had assigned all intellectual
property created during the DataCard project to DataCard:
BCS acknowl edges, and agrees to abide by, all prior
ATLANTEK consul ting agreenents with DATA CARD
CORPORATI ON identified as exhibits A and B concerning
t he basic slide mechani sm concept which is fundanenta
to the work performed under this agreenent.
(PDA #446 at 8 5, 1 3.) At this point, the parties differ on the
facts. French avows that the Consulting Agreenments were not
attached as exhibits. DataCard and Atlantek dispute that claim
but for purposes of ruling on their notion for summary judgnent,
this Court assunes that the Consulting Agreenments were not
at t ached.
BSI never conpleted the ICl project for Atlantek, and the
rel ati onship between BSI and the other parties soured. In 1990,
DataCard filed two patent applications related to the work done
under the Consulting Agreenents. Atlantek and its enpl oyees
cooperated with DataCard. French did not, but DataCard proceeded
under the patent regulations that address non-cooperative
inventors. Patent #5,281,038 ("*038 Patent") was issued on
January 25, 1994, and French is |listed as a co-inventor of the

‘038 Patent. Patent #5,080,512 ("*'512 Patent") was issed on

January 14, 1992, and French was not listed as an inventor.



Atl antek and its enpl oyees assigned their ownership interests in
the 038 Patent and the ‘512 Patent to DataCard.

This case is about BSI's and French’s interest in those
patents. French refused to execute a form of assignnment, and he
has all eged that he retains proprietary interest in the patents.
Furthernore, French and BSI meke simlar allegations with respect
to two other patents presently owned by DataCard, nanely Patent
#5, 239,926 ("'926 Patent") and Patent #5,037,216 ("'216 Patent").
Dat aCard does not agree.

Both parties agree, however, that all of the intellectual
property at issue was created during the Datacard project.
Specifically, they agree that French’s clains are based on work
that he did for Atlantek under the 1986 and 1987 Consulting
Agreenents and P. O #302 and P.O #328. (See John French and
Barcode Systens Inc.’s Statenment of Disputed and Undi sputed
Material Facts at T 32.)

Atlantek filed this action for declaratory relief in 1995.
After Atlantek filed its First Amended Conplaint, DataCard filed
crosscl ai ms agai nst French and BSI seeking simlar relief.

Al though Atlantek is nomnally a plaintiff and DataCard is
nomnally a defendant, their interests in this action are now
aligned. Both novants ask this Court to settle the dispute over
the technol ogy and the patents -- including who owns them who
shoul d have been listed as inventors and whether any party has
infringed on any other party’s rights.

In its answer, French and BSI asserted nine affirnmative



defenses. They also filed counterclains agai nst Atlantek and
crosscl ai ms agai nst DataCard, including clains for:

$ breach of covenant of good faith and fair dealing ("First
Count ercl ai nt')

breach of fiduciary duty ("Second Counterclaim)

constructive fraud ("Third Counterclaint)

i mposition of constructive trust ("Fourth Counterclaini)

negl i gence ("Fifth Counterclain)

common | aw fraud and deceit ("Sixth Counterclaini)

negl i gent m srepresentation ("Seventh Counterclaini)

conversion and m sappropriation ("Ei ghth Counterclai mand
First Crossclaint)

m sappropriation of trade secrets ("N nth Counterclaimand
Second Crossclaint)

unfair business practices under a California statute
("Tenth Counterclaimand Third Crosscl ai ni)

unfair conpetition under the Lanham Act ("El eventh
Count ercl aim and Fourth Crossclaint)

a plea for declaratory relief ("Twelfth Counterclaimand
Fifth Crossclaint)
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. Legal Standard for Mdtion for Sunmmary Judgnent

Rul e 56(c) of the Federal Rules of Civil Procedure sets
forth the standard for ruling on sunmary judgnent notions:

The judgnent sought shall be rendered forthwith if the

pl eadi ngs, depositions, answers to interrogatories, and

adm ssions on file, together with the affidavits, if any,
show that there is no genuine issue of any material fact and
that the noving party is entitled to a judgnent as a matter
of |aw.

Fed. R Civ. P. 56(c). Therefore, the critical inquiry is
whet her a genui ne issue of material fact exists. "Mterial facts
are those '"that mght affect the outcone of the suit under the

governing | aw. Morrissey v. Boston Five Cents Sav. Bank, 54

F.3d 27, 31 (1st Cr 1995) (quoting Anderson v. Liberty Lobby,

nc, 477 U.S. 242, 248, 106 S.C. 2505, 2510 (1986)). "A dispute

as to a material fact is genuine '"if the evidence is such that a



reasonable jury could return a verdict for the nonnoving party.'"
Id.

On a notion for summary judgnent, the Court nust view all
evidence and related inferences in the light nost favorable to

t he nonnoving party. See Springfield Termnal Ry. Co. v.

Canadi an Pac. Ltd., 133 F.3d 103, 106 (1st Gr. 1997). “[When

the facts support plausible but conflicting inferences on a
pi votal issue in the case, the judge nmay not choose between those

i nferences at the sunmary judgnent stage.” Coyne v. Taber

Partners I, 53 F.3d 454, 460 (1st Gr. 1995). Simlarly,
"[s]ummary judgnent is not appropriate nerely because the facts
of fered by the noving party seem nore plausi ble, or because the
opponent is unlikely to prevail at trial." Gannon v.

Nar r agansett Elec. Co., 777 F. Supp. 167, 169 (D.RI. 1991).

[11. Atlantek’s dains and DataCard’s Crosscl ai ns

The patent issues in this case may have created nove
problens if this case went to trial, but this decision turns on a
conparatively pedestrian contract issue. Both DataCard and
Atl antek argue in their notions for summary judgnent that French
and BSI signed a contract, namely PDA #446, that bound themto
deliver to DataCard the intellectual property that became the
patents at issue. French responds that the 1986 and 1987
Consul ti ng Agreenents were not attached to PDA #446 when he
signed it. French argues that said fact neans that he cannot be

required to accept the ternms of the Consulting Agreenents and, in



addition, PDA #446 is void because of fraud.

In the end, this case is even clearer than DataCard and
Atl antek believe because all the parties overl ooked a recent
Rhode Island Suprenme Court case that supports novants.

A Rhode | sl and Contract Law

The Rhode Island Suprenme Court has ruled that instrunents
referred to in a witten contract may be regarded as incorporated

by reference. See Rotelli v. Catanzaro, 686 A .2d 91, 94 (R I.

1996). In Rotelli, the Rhode Island Suprene Court cited to
Ameri can Jurisprudence. That source confirms this Court’s
reading of Rotelli, and in addition, it includes an "observation”
in a footnote that:

It is not essential to such incorporation that the separate

writings be attached or annexed to the contract of which

t hey becone a part.
17A Am Jur.2d 8 400 ("observation"” after n. 40) (1991). The
Rotelli case turned on a pair of docunments signed by two
partners, a disbursenent agreenent and a prom ssory note. In
that case, the docunents were executed on the sanme day and
therefore were even nore related, but both the Suprene Court and
Anmeri can Jurisprudence are clear that a docunent may be
incorporated into a witten contract nmerely by reference.

Thi s readi ng does not contradict the prior case cited by
French in which the Rhode |Island Suprenme Court held that:

a person is not bound by the terns of a witten agreenent if

he had no know edge of its terns because the manner in which

they are enbodied in the instrunment would not lead a
reasonabl e person to suspect that the terns are part of the



contract.

Drans v. Providence College, 119 R 1. 845, 853, 383 A 2d 1033,

1037-38 (R 1. 1978). (This witer was the trial judge in that
case.) Drans was a tenured professor contesting Providence
Col l ege’s mandatory retirenment policy, which had been pronul gated
after he received tenure. See id. at 851-52, 383 A 2d at 1037.
Drans signed an April 1970 contract that established his
position, status and salary for the upcom ng academ c year, but
it did not provide on the face that, by signing, Drans enbraced
the college’ s retirenent policy. See id. at 852, 383 A 2d at
1037. Nor did the contract expressly incorporate the provisions
of the Faculty Manual, see id., so the Supreme Court concl uded
that Drans coul d not reasonably have suspected that Providence
Col l ege intended to incorporate the retirenent policy outlined
there into his contract.

Readi ng Roselli with Drans, this Court concludes that, under
Rhode Island | aw, docunents may be incorporated into a witten
contract merely by reference. Explicit reference in the contract
to a docunent puts reasonabl e people on notice that they should
read it and know the terns.

B. Applied to this Case

BSI and Atlantek dealt with each other for years in a
rel ati onshi p broader than the single agreenent that becane PDA
#446. French thought he and Schofield were working as teammates

to sell color printers. They naned the enterprise Applied



Graphics, and at various points, French characterized hinself and
Schofield as partners or as in a joint venture. However, even
French noted in a Septenber 1987 letter to Schofield and anot her
busi ness associate that "I do believe that we entered into an
agreenent that was conclusive in nature, albiet it was a
gentlemen’s agreenent.” (Letter from French to Schofield and
That cher of 9/7/87, at 1 (attached as Exhibit | to Aff. of John
French in Supp. of Qop’'n to Datacard’ s Mot. For Summ J.).)

This Court cannot enforce a gentlenen’ s agreenent.
Gentlenmen -- like their counterparts, ganbling nen -- nust settle
their own accounts. This Court enforces |legal contracts, and it
enforces them under standard rules so that all parties know, as
best they can ever know, the significance of what they are
signing. That is why PDA #446 is such a crucial docunent.
French clains now t hat PDA #446 does not encapsul ate the | ong-
termrelationship that he thought he was building with Schofield.
He says that he would not have signed it if he understood its
terms. However, French cries now over spilled ink. He signed a
contract, and that contract -- PDA #446 -- settles the dispute.

1. PDA #446 incorporated the Consulting Adreenents

This case is distinguishable from Drans because PDA #446
explicitly mentions Atlantek’s Consulting Agreenents with
Dat aCar d:

BCS acknow edges, and agrees to abide by, all prior
ATLANTEK consul ting agreenents with DATA CARD
CORPORATI ON identified as exhibits A and B concerning
t he basic slide mechani sm concept which is fundanenta
to the work performed under this agreenent.
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(PDA #446 at 8 5, § 3.) Taking the facts in the best light for
French, this Court assunes that the 1986 and 1987 Consul ting
Agreenents were not attached to PDA #446 when French signed the
contract. However, by |aw the Consulting Agreenents were
i ncorporated, and a reasonabl e person would certainly have
suspected that he was agreeing to abide by them |In fact, a
reasonabl e person woul d know wi t hout a doubt that he was agreeing
to abide by the Consulting Agreenents, and if French signed the
contract w thout exam ning the incorporated docunents, then he
did so at his owmn risk. Only two such agreenents existed, so
French could have identified themeasily and sought them from
Atl antek before signing if they were not attached.

The Consulting Agreenents explicitly gave Datacard the right
to all intellectual property created under them (See 1986
Consul ting Agreenent at 2, 8 5; 1987 Consulting Agreenent at 2, 8
5.) French and BSI have agreed that the patents involved in this
case arose fromwork perforned under the purchase orders that
acconpani ed the Consulting Agreenents. (See John French and
Barcode Systens Inc.’s Statenment of Disputed and Undi sputed
Material Facts at § 32.) Therefore, French and BSI have
contracted away their right to the patents and the underlying
intellectual property at issue in this case.

2. PDA #446 is internally consistent

French’s counsel appeared to argue that PDA #446 becones

contradictory if it incorporates the Consulting Agreenents. In
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oral arguments, counsel argued that one paragraph gave the
intellectual property rights to French while another took them
awnay.
However, a reading of the paragraphs does not support that
contention. The first operative paragraph is PDA #446, §8 5, | 2:
BCS agrees that the data, concepts, technol ogy and
information which it creates specifically through its
efforts for ATLANTEK under this agreenment may be freely
utilized by ATLANTEK. ATLANTEK agrees that the data,
concepts, technology and information which BCS creates
specifically through its efforts for ATLANTEK under this
agreenent may be freely utilized by BCS except for the
pur pose of devel oping a color thermal imaging tester.
(PDA #446 at 8 5, § 2.) That paragraph gives French and BSI
equal rights to alienate any intellectual property created in the
future on the I1Cl project. The next paragraph, which
i ncorporates the Consulting Agreenents and is quoted above,
affects only the intellectual property created in the past under
the DataCard project. (See PDA #446 at 8 5, 1 3.) The
par agr aphs are conplenentary, and there is no conflict or
anbiguity in their terns.
Therefore, this Court concludes that French is bound by the
terms of PDA #446 and the Consultant Agreenents, including the
provision that all intellectual property created under the

agreenents would be the property of DataCard.
V. BSI's Affirnmative Defenses

BSI raised nine affirmati ve defenses. None will shield it
fromsummary judgnent. Although this Court will address each

defense individually, it notes at the start that BSI has shown no
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fraud or m sdeed by Atlantek or DataCard. Several defenses fai
as a matter of law and others fail because BSI has provided no
evi dence that could support them BSI's greatest difficulty is
that it has offered little or no evidence to support sonme of its
nost outrageous assertions.

In the initial stages of litigation, this Court found that
venue was proper in Rhode Island, so it now disregards the
i mproper venue defense ("First Affirmative Defense").

BSI has provided no evidence of waivers by either Atlantek
or DataCard. Therefore, this Court ignores the waiver defense
("Second Affirmative Defense").

BSI has provided no evidence of fraud or m srepresentation
other than a claimthat Atlantek did not attach the Consulting
Agreenents to PDA #446. This Court has already concluded in this
deci sion that not attaching those docunents woul d not be fraud
because PDA #446 incorporated them by reference. Therefore, this
Court disregards the m srepresentation about patent rights
defense ("Third Affirmati ve Defense”) and the fraud defense
("Fifth Affirmative Defense").

This Court decided herein that BSI contracted away its
rights to the intellectual property at issue in this case and
that DataCard properly prosecuted the four patents. (See Section
I11.) Therefore, even if French were to denonstrate that he
contributed to the *512 patent, that could not be a defense in
this action. Because DataCard owns that intellectual property

and that patent and because BSI has offered no other evidence of

13



m srepresentation, this Court rejects the m srepresentation in
t he patent application defense ("Fourth Affirmative Defense"),
t he uncl ean hands/fraudul ent acquisition of patents defense
("Seventh Affirmative Defense”), and the invalidity of the
patents defense ("Eighth Affirmative Defense").

BSI has provided no evidence of negligence, and French said
repeatedly in his deposition that he believed all acts all eged
and conpl ai ned of against Atlantek were intentional, not
negligent. (See Deposition of French, Tr. at 1769-72.) There is
no evi dence of negligence. Therefore, this Court ignores the
negl i gent conceal nent of facts defense ("Sixth Affirmative
Def ense").

Because this Court does not reach the "engaged to invent"”
doctrine in the novants’ clains, it need not reach the defense
that BSI was not engaged to invent ("Ninth Affirmative Defense").
That defense is totally irrelevant to the outcone of the case.

V. BSI's Counterclains and Crosscl ai ns

BSI all eged twelve counterclains and five crosscl ai ns
agai nst the other parties. It did not, however, pursue those
charges with sufficient energy to survive these notions for
summary judgnent. BSI’'s pleadings do not defend the clains in
t he met hodi cal manner that Atlantek and DataCard contested them
and on several clains, BSI has not provided any evidence to
support them Between the |ack of evidence and this Court’s
ruling in Section Ill, all the counterclains and crossclains are

i nadequate as a matter of |aw.

14



For the sake of clarity, this Court analyzes BSI’s
counterclainms and crossclains sinultaneously. Atlantek and
Dat aCard have aligned interests, and there is no reason that
requires separating them

A First Counterclaim

BSI clainms a breach of covenant of good faith and fair
dealing by Atlantek and Schofield. This Court has ruled that
French and BSI has no right to the patents and that DataCard
properly prosecuted them (See Section Ill.) BSI has presented
no evi dence of other fraud, except a nmere allegation that
French’s name shoul d have been included on several of the
applications. Even if that were true, there could be no
resulting damage to French or BSI because French and BSI
contracted away their rights to alienate and control the
patents. Therefore, summary judgnent is appropriate and is
granted as to the First Counterclaim

B. Second Countercl ai m

BSI clainms a breach of fiduciary duty by Atlantek.
However, the parties dealt with each other as arns-1|ength
negotiators, and there is no evidence that Atlantek or Schofield
owed any fiduciary duty to French or BSI. French and Schofield
did discuss creating a joint enterprise that they dubbed Applied
Graphics. However, that entity was not involved in any of these
deal s, which were contracts between BSI and Atl ant ek.

Atl antek and Schofield had no fiduciary duty to BSI or

French. Therefore, sunmary judgnment is appropriate and is
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granted as to the Second Counterclai m

C. Third Counterclaim

BSI clainms that Atlantek committed constructive fraud
agai nst BSI in that French woul d never have signed PDA #446 had
he been shown the Consulting Agreenents. (See Mem |In Supp. of
John French and Barcode Systens Inc.’s (bj. to Datacard Corp’s
Mot. For Sunm J. at 6.) This Court has found that PDA #446
i ncorporated the Consulting Agreenments by reference.

There was no legal duty to attach the docunents.
Therefore, there could be no fraud even if the docunents were
not attached, and sunmary judgnment is appropriate and is granted
as to the Third Counterclaim

D. Fourth Counterclaim

BSI asks that a constructive trust be inposed on Atl antek
and Schofield based on the previous clains because they were
fiduciaries and trustees of BSI. Because this Court has already
found that Atlantek and Schofield were not fiduciaries and
grants summary judgnent on the Second and Third Countercl ai s,
it grants sumrmary judgnent on the Fourth Counterclaim

E. Fifth Counterclaim

BSI alleges that Atlantek and Schofield were guilty of
negl i gence. However, French said repeatedly in his deposition
that he believed all acts alleged and conpl ai ned of agai nst
Atl antek were intentional, not negligent. (See Deposition of
French, Tr. at 1769-72.) There is no evidence of negligence.

Therefore, sumrmary judgnent is appropriate and granted as to the
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Fifth Counterclaim

F. Si xth Counterclai m

BSI alleges common | aw fraud and deceit agai nst Atl ant ek
and Schofield. This Court has ruled that French and BSI had no
right to the intellectual property created in connection with
the DataCard project and that DataCard properly prosecuted the
patents. (See Section Ill.) BSI has presented no evidence of
ot her fraud, except a nere allegation that French’s nane should
have been included on several of the patents. Even if that were
true, there could be no damage to French or BSI because French
and BSI contracted away their rights to alienate and control the
patents. Therefore, summary judgnent is appropriate and is
granted as to the Sixth Counterclaim

G Seventh Counterclaim

BSI alleges negligent m srepresentation agai nst Atl antek
and Schofield. However, French said repeatedly in his
deposition that he believed all acts alleged and conpl ai ned of
agai nst Atlantek were intentional, not negligent. (See
Deposition of French, Tr. at 1769-72.) There is no evidence of
negl i gence. Therefore, sumary judgnent is appropriate and
granted as to the Seventh Counterclaim

H. Ei ghth Counterclaimand First Crossclaim

BSI alleges clainms of conversion and m srepresentation
agai nst Atl antek, Schofield and DataCard. This Court has
al ready found that French and BSI had no property right in the

intellectual property created in connection with the DataCard
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projects. (See Section IlIl.) Therefore, BSI cannot prove the
el enents of conversion, and sumrary judgnent is granted as to
the Eighth Counterclaimand the First Crossclaim

| . Ni nt h Countercl ai mand Second Crossclaim

BSI alleges clainms of m sappropriation of trade secrets
agai nst Atl antek, Schofield and DataCard. This Court has
al ready found that French and BSI had no right to the
intellectual property created in connection with the DataCard
projects. (See Section Ill.) BSI had no trade secrets as to
the inmprinting of a photograph onto a credit card for Atlantek
or DataCard to m sappropriate. Therefore, sunmary judgnment is
appropriate and is granted as to the Ninth Counterclaimand the
Second Crossclaim

J. Tenth Counterclaimand Third Crossclaim

French and BSI assert a statutory claimof unfair
conpetition against Atlantek, Schofield and DataCard pursuant to
§ 17200 of the California Business and Professions Code.
However, PDA #446 included a cl ause that sel ected Rhode Island
| aw to govern the agreenent.

Under the |laws of Rhode Island, a choice of |aw provision
in a contract is enforceable where the transaction bears a
reasonabl e rel ati onship both to Rhode Island and anot her state:

[ When a transaction bears a reasonable relation to this

state and also to another state or nation the parties may

agree that the law either of this state or of such other

state or nation shall govern their rights or duties.

R 1. Gen. Laws & 6A-1-105. See also Providence & Wrcester RR

18



Co. v. Sargent & Greenleaf, Inc., 802 F. Supp. 680, 687 (D.R I

1992). In this case, there is a reasonable rel ationship between
the ICl project and the states of Rhode Island and California.
Rhode Island is Atlantek’s principal place of business.

Al t hough BSI woul d have created the machinery in California, it
woul d have delivered design concepts and working nodels to
Atlantek in this area.

PDA #446 desi gnated Rhode Island | aw to govern the
agreenent. Therefore, a California statute does not apply to
di sputes that arise fromthe contract. Summary judgnent is
appropriate and is granted as to the Tenth Counterclai mand the
Third Crossclaim

K. El eventh Counterclaimand Fourth Crossclai m

BSI alleges a violation of the Lanham Act. BSI has
presented no evidence of such a violation, and this Court has
ruled that French and BSI had no right to the intellectual
property created in connection with the DataCard projects. (See
Section I1l.) Therefore, summary judgnent is appropriate and is
granted as to the Eleventh Counterclaimand the Fourth
Crosscl aim

L. Twel fth Counterclaimand Fifth Crossclaim

BSI requested declaratory relief. Because this Court has
rul ed against all eleven substantive clains, it cannot grant
declaratory judgnent to BSI. Summary judgnment is appropriate
and is granted as to the Twel fth Counterclaimand Fifth

Crosscl ai m
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CONCLUSI ON

For the preceding reasons, Atlantek’s and DataCard’s
notions for summary judgnment are granted. The novants have
prevail ed both as to their clains against BSI and French and as
to all counterclains and crosscl ai ns.

The Court declares that DataCard is the rightful owner of
the intellectual property created during the DataCard projects,
including the 038 Patent, the ‘512 Patent, the ‘926 Patent and
the 216 Patent. Atlantek and DataCard comm tted none of the
negligent or intentional m sdeeds alleged by BSI. The Cerk
shall enter judgnent for plaintiffs, Harold Schofield and
Atl antek, Inc., on the Conplaint and for cross clai mant Datacard
Corporation on its crosscl ai magai nst John French and Barcode
Systens, Inc. The Cerk shall also enter judgnment for Schofield
and Atlantek, Inc. on the twelve counterclains asserted by
French and Barcode Systens, Inc. against them and for Datacard
Corporation on the five crossclains asserted by French and
Bar code Systens, Inc. against it.

It is so Ordered.

Ronal d R Lagueux
Chi ef Judge
Febr uary , 1999
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